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The allowability indicated in the last office action is withdrawn due to new ground 
of rejection. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-11, 13-28, 34, 35 and 39-42 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-39 
of U.S. Patent No. 5,925,341 in view of Woodward et al (US 3,301 ,829), Frerker et al 
(US 3,390,010), Yoshida et al (US 6,440,431) and Midha et al (US 2002/0012645). 

Claims of US Patent No. 5,925,341 teach an oil-in-water nanoemulsion 
containing nonionic amphiphililic lipid, ioinic amphiphililic lipid and aminated silicones oil 
and its use. The instant ratio of an oil or oil phase to amphiphililic lipid and sizes of oil 
globules are seen in claims 1-3 and 30-32. The instant invention further recites 
employing thickeners (water-soluble nonionic polymers) over Cervantes et al. However, 
the instant thickeners are well known in the art as taught by Woodward et al (col. 1 , 
lines 16-21, col. 3, line 56 and col. 4, line 16, col. 4, line 42 and col. 6, lines 60-62), 
Frerker et al (col. 2, lines 37-39 and examples 4 and 5), Yoshida et al (col. 8, lines 20- 
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31), Midha et al ([0152]), Friedman et al (col. 6, lines 23-25), Binns et al (col. 8, lines 15- 
27), Bernecker et al (col. 4, lines 5-8) and Suzuki et al (col. 8, lines 1-5). 

It would have been obvious to one skilled in the art at the time of invention to 
utilize the art well known thickener of Woodward et al, Frerker et al, Yoshida et al, 
Midha et al, Friedman et al, Binns et al, Bernecker et al and/or Suzuki et al in Cervantes 
et al since the use of the instant thickeners in emulsion compositions for cosmetic 
compositions is a routine practice in the art. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-11, 13-28, 34, 35 and 39-42 are rejected under 35 U.S.C. 103(a) as 
obvious over Cervantes et al (US 5,925,341) in view of Woodward et al (US 3,301,829), 
Frerker et al (US 3,390,010), Yoshida et al (US 6,440,431), Midha et al (US 
2002/0012645) Friedman et al (US 6,004,566), Binns et al (US 6,287,377), Bernecker et 
al (US 6,569,414) and/or Suzuki et al (US 6,432,439). 

Cervantes et al teach an oil-in-water nanoemulsion containing nonfonic 
amphiphililic lipid, ioinic amphiphililic lipid and aminated silicones oil in examples and 
said nanoemulsion would meet the instant viscosity and turbidity since the objective of 
the invention is the same. Various sizes of oil globules such as 95 nm, 79 nm, 62 nm, 
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79 nm, 70nm, 48 nm and 54 nm are seen in said examples. The instant ratio of an oil 
or oil phase to amphiphililic lipid is seen in claims 1-3. Claims 14-39 of Cervantes et al 
further teach the instant invention. Cervantes et al further teach employing thickeners 
at col. 12, lines 34-44. 

The instant invention further recites employing different thickeners (water-soluble 
nonionic polymers) over Cervantes et al. However, the instant thickeners are well 
known in the art as taught by Woodward et al (col. 1, lines 16-21, col. 3, line 56 and col. 
4, line 16, col. 4, line 42 and col. 6, lines 60-62), Yoshida et al (col. 8, lines 20-31), 
Frerker et al (col. 2, lines 37-39 and examples 4 and 5), Midha et al ([0152]), Friedman 
et al (col. 6, lines 23-25), Binns et al (col. 8, lines 15-27), Bernecker et al (col. 4, lines 5- 
8) and Suzuki et al (col. 8, lines 1-5). 

It would have been obvious to one skilled in the art at the time of invention to 
utilize the art well known thickener of Woodward et al, Frerker et al, Yoshida et al, 
Midha et al, Friedman et al, Binns et al, Bernecker et al and/or Suzuki et al in Cervantes 
et al since Cervantes et al teach employing various natural and synthetic thickeners and 
since the use of the instant thickeners in emulsion compositions is a routine practice in 
the art. 

Claims 1-11, 13-28, 34, 35 and 39-42 are rejected under 35 U.S.C. 103(a) as 
obvious over Cervantes et al (US 5,925,341) in view of Woodward et al (US 3,301,829), 
Yoshida et al (US 6,440,431), Midha et al (US 2002/0012645) Friedman et al (US 
6,004,566), Binns et al (US 6,287,377), Bernecker et al (US 6,569,414) and/or Suzuki et 
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al (US 6,432,439), and further in view of FR 2 787 027 or Simonnet et al (US 6,274,150, 
6,375,960 or 6,464,990). 

Also, the instant turbidity is well known in oil-in water cosmetic and 
pharmaceutical emulsion compositions as taught by FR (page 2, lines 30-40) and 
Simonnet et al (top of col. 3 in US f 150 and '960 and col. 3, lines 25-30 of US'990). 

It would have been obvious to one skilled in the art at the time of invention to 
utilize the art well known thickener of Woodward et al, Frerker et al, Yoshida et al, 
Midha et al, Friedman et al, Binns et al, Bernecker et al and/or Suzuki et al in Cervantes 
et al since Cervantes et al teach employing various natural and synthetic thickeners and 
since the use of the instant thickeners in emulsion compositions is a routine practice in 
the art, and the instant turbidity is well known in oil-in water cosmetic and 
pharmaceutical emulsion compositions as taught by FR and Simonnet et al. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H. Yoon whose telephone number is (571) 272- 
1 128. The examiner can normally be reached on Mon-Thu. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Tae H Yoon 
Primary Examiner 
Art Unit 1714 



THY/February 28, 2005 



